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1. Claim 1 is objected to because of the following informalities: The word 
"polydimethylsiioxane" is a misspelling. Appropriate correction is required. 

2. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

3. Claims 1 and 4 are rejected under 35 U.S.C. 102(b) as being anticipated by 
Brooks. 

Brooks teaches mold release compositions that contain a propyl substituted sili- 
cone resin and a dimethylsiloxane oil. See the abstract. Column 4, line 21, teaches an 
oil viscosity of 50 cps and Examples 10, 12 and 13 use such an oil. This meets claimed 
component (A). The resins are disclosed as containing residual alkoxy groups (column 
1, lines 55 to 60) and will contain residual hydroxyl groups as a result of the hydrolysis 
preparation. See for instance Example 1 which recites the hydroxyl content. This meets 
the resin (B). Brooks discloses both of the claimed components and, though not shown 
in combination with one another, it is clear that they are intended to be used in combina- 
tion with one another. This is a sufficient basis upon which to conclude that Brooks anti- 
cipates the claimed composition. 

On the other hand, see Example 10 in which a dimethylpolysiloxane fluid having 
a viscosity of 50 cps is used in combination with the silicone resin of Example 5. Again, 
the resin in Example 5 will contain alkoxy groups. In addition, residual hydroxyl groups 
will be present in the resulting silicone resin. This is evidenced by Example 1 and, in 
addition, the skilled artisan would recognize this fact as a direct result of the hydrolysis 
reaction. As such the compositions in Examples 10, 12 and 13 anticipate the instant 
claim. 

For claim 4, it is unclear if naphtha is embraced by the term liquid paraffin or not. 
Liquid petrolatum (i.e. liquid paraffin) is a liquid obtained by distilling petroleum fractions. 
Naphtha is a petroleum distillate. Reading the term "liquid paraffin" as including 
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naphtha, please see column 5, line 7, which teaches naphtha as an organic solvent for 
this composition. On the other hand, Example 5 dilutes the silicone resin with naphtha. 
This meets the requirement of claim 4. 

4. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

5. Claim 4 is rejected under 35 U.S.C. 103(a) as being unpatentable over Brooks in 
view of Adams et al. 

Brooks generally teaches various solvents, including hydrocarbon solvents, for 
use in the silicone mold release composition. Adams et al. also teach various hydrocar- 
bon solvents for use in a silicone mold release composition. Please see column 4, lines 
34 and on. This teaches that hexadecane, a hydrocarbon solvent that is also a liquid 
paraffin, can be used in the alternative with various solvents such as toluene, xylene 
and benzene - all three of which are taught by Brooks. It is prima facie obvious to sub- 
stitute equivalents, motivated by the reasonable expectation that the respective species 
will behave in a comparable manner or give comparable results in comparable circum- 
stances. The express suggestion to substitute one equivalent for another need not be 
present to render the substitution obvious. 

One having ordinary skill in the art would have found the use of a liquid paraffin 
solvent in the composition of Brooks to have been obvious since such solvents are 
known to be used in the alternative, as an equivalent, with other solvents that are taught 
by Brooks. Obviousness is enhanced by the fact that Brooks teaches, generally, that 
hydrocarbon solvents can be used. 

6. Claims 2, 3 and 5 to 7 are objected to as being based upon a rejected base 
claim. These claims are neither taught nor suggested by the prior art. There is nothing 
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to indicate an excess of silanol group compared to alkoxy groups. In fact, Example 1 
shows significantly greater alkoxy than silanol groups. There is also nothing to suggest 
an alkoxy group of from 3 to 8 carbon atoms. All of the hydrolysis reactions occur in 
methanol and patentee simply provides no motivation to use any other alcohol. In 
addition, the specific resins of claims 5 and 6 are not rendered obvious by the teachings 
in Brooks. Finally there is nothing that would suggest the application of the composition 
therein to a fiber yarn. 

7. The remaining references are cited as being of general interest. Lange teaches 
a skin preparation that includes a propylsiloxane resin (column 5, lines 65 to 76) but 
there is nothing to indicate that there are both hydroxyl and alkoxy groups in this resin. 
Both Standke et a), references teach propylsiloxanes but fail to teach or suggest the 
component (A). Kobayashi et al. and Griswold et al. both teach resin compositions but 
both fail to specifically show a propylsiloxane having both alkoxy and hydroxyl groups. 

■8. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Margaret G. Moore whose telephone number is 571- 

272- 1090. The examiner can normally be reached on Monday to Wednesday and 
Friday, 10am to 4pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Randy Gulakowski can be reached on (571) 272-1302. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 

273- 8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. / /R / 
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4/19/07 



